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PREFACE
The Copyright Law Review Commttee was established in 1983 to

consider and report to the Attorney-Ceneral on specific
copyright matters referred to it fromtinme to tine.

The Conmittee presently consists of:

M Justice |I.F. Sheppard AO President of the Copyright

Tri bunal ;
M Peter Banki Solicitor, Phillips Fox;
Ms Lyndsey Catternole Managi ng Director, Aspect

Conmputing Pty Ltd;

M Brett Cottle Managi ng Director,
Austral i an Mechani cal
Copyright Omers Society;

M Chris Creswel | Attorney—General ' s
Depart ment ;

M  Derek Fielding Uni versity of Queensl and
Li brari an;

M M chael Frankel Solicitor, Mchael Frankel

and Co. Solicitors;

Prof essor Dennis Pearce Commonweal t h Orbudsnan;
M Bob Rodgers | nvest nent Consul tant; and
Dr Ron Sacks-Davi s Head of the Departnent of

Conmput er Sci ence, Royal
Mel bourne Institute of
Technol ogy.

Neither Ms Catternole nor Dr Sacks-Davis was a nenber of the

Conmittee at the time when the Conmittee engaged in the najor

part of its consideration of the Conversion Damages Reference.
il




M David Wal sh, Solicitor, Mllesons Stephen Jaques, a nenber
of the Committee since its formation, resigned in May 1988 to
head his firnis office in Hong Kong. M lan CGovey, of the
Attorney-General’'s Departnment, also left the Commttee in My
1988 to becone Counsel or (Legal) at the Australian Enbassy in
Washi ngt on.

The Committee has been asked to consider seven references and
has now conpl eted and forwarded to the Attorney-General its
report on six of these. As well as this report on the
conversi on damages renedy in the Copyright Act 1968 ('the
Act’), the Conmittee has conpleted references on perforners’
protection, the meaning of publication in the Act, church use
of copyright materials, noral rights and the inportation
provision of the Act. The outstanding reference on which the
Conmittee is presently working is the copyright protection of
conmput er software.

Enquiries concerning the Conmmttee’'s work should be directed
to:

Secretary

Copyright Law Review Committee
Attorney—General's Departnent
Robert Garran O fices

National G rcuit

CANBERRA ACT 2600

Tel ephone (06) 250 6323
FAX (06) 250 5913

[Note: The law is stated as at April 1989.]
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To:

COPYRI GHT LAW REVI EW COW TTEE

The Hon. M chael Duffy
Attorney—CGeneral of Australia.

(1) TERVS OF REFERENCE

(2)

To consider the renedy of conversion damages provided
for by ss. 116(1) of the Copyright Act 1968 ('the
Act’).

The Committee has taken this reference to include the
remedy by way of an action for detention also provided
for in SS.116(1).

RECOMVENDATI ONS

1. The Commttee recomends that the renedies of
conversi on damages and an action for detention be no

| onger available to the owners of copyright as of right;
rather the two renedies, although retained in the Act,
shoul d be discretionary.

2. The Conmttee recommends that SS.116(1) of the Act be
repl aced by a provision which:

(a) enpowers a court in the exercise of its discretion to
order the delivery up to the owner of the copyright
of all infringing copies of works or subject natter
and any device used or intended to be used for making
infringing copies of works or subject natter and to
recover damages as by way of an action for conversion
in respect of infringing copies disposed of by
infringers or not accounted for by them
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(b) requires a court, in assessing the amount of any
damages payable in an action for conversion, to take
into account -

(i) where the goods deemed to be converted are
infringing copies, the extent to which the goods
consi st of material which infringes copyright;

(ii) where the goods deenmed to be converted are
infringing copies, the expenses incurred by the
defendant in relation to production of the goods;
and

(iii) the sufficiency of the remedies for damages for
infringement provided in s.115 of the Act.

3. The Committee recommends that SS.116(2) of the Act
should remain in its present form except that the words
“at the time of the conversion or detention” should be

replaced by the words “at the tine of any deened
conversion or detention”.

4, The Commttee recomends that the definition of
‘plate’ in s.10 of the Act be omitted.

5, The Commttee recommends that references to the term
‘plate’ elsewhere in the Act be omitted and replaced by
the word ‘ device’.

6. A draft of anmendnments which the Commttee suggests
wll give effect to its recomendations is attached:

Appendix ‘G .




(3) COURSE OF THE | NQUI RY

7. On 17 Septenber 1987 the Conmttee sent by nmail to
interested organisations and law firns: Appendix ‘A its
Di scussi on Paper on Conversion Damages, seeking views and
comments by 30 November 1987. Four written subm ssions
were received: Appendix ‘B'. In addition the Commttee
hel d di scussions wth sone |egal practitioners
experienced in copyright infringement matters:

Appendix ‘C

(4) THE CURRENT AUSTRALI AN LAW
8. Sub-section 116(1) of the Act provides:

“Subject to this Act, the owner of the copyright in a
work or other subject-matter is entitled in respect

of any infringing copy, or of any plate used or
intended to be used for making infringing copies, to
the rights and renedies, by way of an action for
conversion or detention, to which he would be
entitled if he were the owner of the copy or plate
and had been the owner of the copy or plate since the
time when it was made.’

9. The effect of SS.116(1) is to deemthe owner of the
copyright infringed when copies are nade w thout his or
her licence, to be the owner of the infringing copies,
and of any plate used or intended to be used for making
i nfringing copies.

10. The infringing copies or plate may be said to be
“converted’ when there is an intentional exercise of
control by the defendant over them inconsistent with the
rights of the deened owner. \Were the exercise of
control seriously interferes with the deemed owner’s
rights, he or she may clai mdamages for conversion. The




quantum of the damages isthe full value of the goods at
the tine of conversion. |In effect, the action forces an
i nvoluntary purchase on the deened converter (ie.

copyright infringer) of the infringing copies or plates.

11. In relation to copyright materials conversion occurs
where an infringing copy or plate is:

(i) wongfully taken out of the possession of the
copyri ght owner;

(ii) wongfully detained in defiance of the copyright
owner’s rights, (eg, refusal to return the copy on
demand) ;

(iii) wongfully delivered or disposed of by sale or
ot her distribution;

(iv) destroyed; or

(v) wongfully dealt wth in any other way whereby the
owner is deprived of the use and possession of the

copy .

12. If the infringer has possession of the infringing
copies or plates then the copyright owner nay bring an
action for wongful detention (detinue) for which the
remedy would be either return of the goods or damages.
If the infringement relates to only part of the article,
and the part is substantial and not readily severable,
then the whole article nust be delivered up. Usually a
copyright owner will claim damages for conversion of
copies converted by the infringer and delivery up of
copies still in the infringer’'s possession. Depending on
the circunstances, the final relief a court may grant

i ncl udes injunctions, damages, accounts of profits and
del ivery up.
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13. The term ‘infringing copy’ is defined in s.10 of the
Act to nean:-

“infringing copy’ neans -

(a) in relation to a work — a reproduction of the
work, or of an adaptation of the work, not
being a copy of a cinematography film of the
wor k or adaptation;

(b) inrelation to a sound recording — a copy of
t he sound recording not being a sound-track
associated with visual images formng part of
a cinematography film

(c) in relation to a cinematography film— a copy
of the film

(d) in relation to a television broadcast or a
sound broadcast - a copy of a cinenmatography

filmof the broadcast or a record enbodying a
sound recording of the broadcast; and

(e) inrelation to a published edition of a work —
a reproduction of the edition,

being an article the making of which constituted an
infringenment of the copyright in the work, recording,
film broadcast or edition or, in the case of an
article inmported without the licence of the owner of
the copyright, would have constituted an infringenent
of that copyright if the article had been nade in
Australia by the inporter.’

14. The term ‘plate’ is also defined to include ‘a
stereotype, stone, block, nould, matrix, transfer
negative or other simlar appliance




15. An action by a plaintiff under SS.116(1) requires the
plaintiff to establish infringement of copyright.

However, damages under SS.116(1) are distinct from and
addi tional to damages recoverable in an action for
infringenent under s.115 of the Act. Section 115

provi des:

‘(1) Subject to this Act, the owner of a copyright
may bring an action for an infringement of the
copyright.

(2) Subject to this Act, the relief that a court
may grant in an action for an infringenent of
copyright includes an injunction (subject to such
terms, if any, as the court thinks fit) and either
damages or an account of profits.

(3) Wiere, in an action for infringement of
copyright, it is established that an infringenent was
commtted but it is also established that, at the
time of the infringement, the defendant was not
aware, and had no reasonabl e grounds for suspecting,
that the act constituting the infringenent was an
infringement of the copyright, the plaintiff is not
entitled under this section to any damages agai nst
the defendant in respect of the infringenent, but is
entitled to an account of profits in respect of the
i nfringement whether any other relief is granted
under this section or not.

(4) Where in an action under this section -

(a) an infringenent of copyright is established,
and

(b) the court is satisfied that it is proper to do
so, having regard to -




(1) the flagrancy of the infringenent;

(i) any benefit shown to have accrued to the
def endant by reason of the infringenent;
and

(iii) all other relevant matters,

the court may, in assessing damages for the
infringenent, award such additional damages as it
considers appropriate in the circunstances.

The anmbit of SS.115(4) is discussed in the research
paper: Appendix 'F’.

16. A court may not, in awarding conversion danmges,
conpensate a plaintiff twce in relation to the sanme | oss
(see, for exanple Lewis Trusts v Banbhers Stores limted
[1983] FSR 453). Accordingly if a plaintiff has been
awar ded an account of profits enjoyed by a defendant as a
result of his or her infringement, the defendant w |l not
be ordered to pay an ampunt of conversion damages which
includes profit received by the defendant when he or she
sol d the goods.

17. Sub-section 116(2) provides defences to an action
under SS.116(1), as follows:

“Aplaintiff is not entitled by virtue of this
section to any danmges or to any other pecuniary
renmedy, other than costs, if it is established that,
at the time of the conversion or detention -

(a) t he defendant was not aware, and had no
reasonabl e grounds for suspecting, that
copyright subsisted in the work or other
subject-matter to which the action rel ates;




(b) where the articles converted or detained were
infringing copies - the defendant believed,
and had reasonabl e grounds for believing, that
they were not infringing copies; or

(c) where an article converted or detained was a
plate used or intended to be used for making
articles - the defendant believed, and had
reasonabl e grounds for believing, that the
articles so made or intended to be nade were
not or would not be, as the case may be,
infringing copies. *

18. There are provisions in the Act, other than

SS. 116(1), which could result in a defendant giving up
infringing copies or itens used to nake them A court
may order a person charged with an offence to deliver up
an infringing copy or a plate or recording equipnment used
or intended to be used for making infringing copies,

whet her or not the defendant is convicted of the

offence: s.132(4) (Appendix ‘D'). In addition copies of
wor ks subject to a notice to the Comptrol |l er—General of
Customs under s.135 of the Act may be ‘seized as
forfeited to the Commnweal th’: s.132(5) (Appendix ‘D).

(5) COWPARI SON W TH OTHER AUSTRALI AN | NTELLECTUAL PROPERTY
STATUTES, W TH SELECTED FORElI GN COPYRI GHT LAWS AND W TH
| NTERNATI ONAL CONVENTI ON  REQUI REMENTS

19. The Act is the only Australian intellectual property
statute providing renmedies for conversion or detention of
goods conprising articles nade in infringement of

intell ectual property or of equipnent used to nmake those
articles. However courts of equity have an inherent
jurisdiction to order a defendant to deliver up articles
made in infringement of a plaintiff’'s intellectua




property rights. This power is an adjunct to the power
to grant injunctive relief. The delivered up articles
are not regarded as the plaintiff's property. They nust
be destroyed.

20. Section 21 of the Canadian Copyright Act 1922
provi des:

“All infringing copies of any work in which Copyright
subsists, or at any substantial part there of and al
pl ates used or intended to be used for the production
of such infringing copies shall be deemed to be the
property of the owner of the copyright, who
accordingly may take proceeding, for the recovery of
t he possession thereof or in respect of the

conversion t her eof .’

The Act anendi ng the Canadi an Copyright Act passed in
June 1988 does not amend this section, although there has
been sonme criticismof its operation.

21. Section 25 of the New Zeal and _Copyright Act 1962 is
simlar to s.116 of the Australian Copyright Act.
However, the New Zeal and Copyright Amendnent Act 1985
which cane into force on 1 Cctober 1985 provides in
effect that, subject to the discretion of the court,
conversi on damages are not available where infringements
are three dinensional: SS. 25(2A).

22. The Copyright, Designs and Patents Act 1988 (’'the new
UK Act’) does not provide rights and renedi es by way of

an action for conversion along the lines of SS.116(1) of
the Australian Act. Sub-section 18(1) of the Copyright
Act 1956 (uK) is, in effect, repealed. This is

consistent with the United Kingdom Governnent’'s Wite
Paper ‘Intellectual Property and Innovation’ of Apri

1986 (Chapter 12, para.l12.2), and with the earlier
recomendation of the Witford Commttee (Cmd 6732,

HVBO 1977 Ch. 14; para.3).
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23. However the owner of copyright has certain rights to
seek an order for forfeiture and delivery up (s.99, the
new UK Act) and to seizure and detention (s.100, the new
UK Act). These provisions are set out in full in

24. The Copyright Act of the United States of America

does not provide for conversion damages or detention
remedi es.

25. The Berne Convention for the Protection of Literary
and Artistic Wirks (Paris Act, 24 July 1971) (’the Berne
Convention’) and the Universal Copyright Convention do
not require nenber States to grant copyright owners
rights in the nature of conversion damages or renedies
for detention. However Art.16 of the Berne Convention
provi des:

‘(1) Infringing copies of a work shall be liable to
seizure in any country of the Union where the work
enj oys |egal protection.

(2) The provisions of the preceding paragraph
shall also apply to reproductions comng from a
country where the work is not protected, or has
ceased to be protected.

(3) The seizure shall take place in accordance
with the legislation of each country. °

Sub-section 132(4) of the Act, referred to above, would
appear to fulfil this requirenent.
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(6) SOME Hi STORI CAL BACKGROUND

26. There has been provision by statute of a |egal
fiction that a copyright owner is also the owner of
infringing copies, enabling actions for detention and
conversion to be numintained, for alnost 250 years.

27. The United Kingdom Copyright Act of 1842 (5 and 6 Vic
C.45) was the first statute to deem copyright owners to
own infringing copies (s.23).

28. However the 1814 UK Act (54 Geo IIl c.156, s.4)
rendered infringers ‘liable to a Special Action on the
case’ . An ‘action on the case’ was one of the two wits

then avail abl e under the common |aw to redress conduct

whi ch the | aw perceived as wongful, the other wit being
trespass. Trover, or conversion, was an action on the
case, though it seens that this renedy was not the basis
of S.4. Actions on the case were typically available in
circunstances where the plaintiff’s injury was
consequential upon the defendant’s act or omission. Such
an action, unlike the action for trespass, did not lie

wi t hout proof of danage.

29. Under the 1814 Act the copyright owner was entitled
al so to damages, with double ‘costs of suit, and the
infringer was required to forfeit infringing copies to
the copyright owner ‘upon Order of the Court of Record in
whi ch any Action or Suit in Law or Equity shall be
conmenced . . . ‘. The ownerwas also required to destroy
the copies and was entitled to receive half of three
pence per page payable by the defendant in relation to
the infringing copy, for which the owner could sue by
“Action of Debt, Bill, Plaint or Information . ..'. The
other 1 /,pence went to the Crown.
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30. It is noted that, unlike the current Australian |aw,
the new UK Act does not provide a plaintiff with the
remedy of delivery up as of right. The Act requires the
owner of copyright to obtain an order for forfeiture and
delivery up (ss.99(1)).

31. Under the first nodern copyright |egislation, the
Statute of Anne (1709), which was limted to printed
books, infringing copies were stated sinply to be liable
to seizure by and forfeiture to the copyright owner, who
was required forthwith to ‘danmask and make waste paper of
t hen (1709 8 Anne c.19 s.1). In addition an ‘offender’
(infringer) under the 1709 Act forfeited one penny for
every sheet of paper found in his or her custody, half of
whi ch amount went to the Crown, the other half of which

went to the plaintiff ‘... to be recovered in any of her
Majesty’s courts of record at Westmnster, by action of
debt, bill, plaint or information . '

32. The requirenents in the 1709 and 1814 Acts that

infringing copies be destroyed indicate that deened
ownership of the copies by the plaintiff was not the
| egal basis of the requirenent to forfeit.

SUMMVARY COF SUBM SSI ONS RECEI VED AND DI SCUSSI ONS HELD

33. On behalf of its clients, see Appendix ‘B, Bl ake
Dawson Wal dron submtted that s.116 ought to be retained
inits present form The main basis for its argunent was
that s.116 addresses the unjust enrichnment enjoyed by a
defendant as a result of his or her infringenent. [t was
submtted that damages under s.115 are conpensatory,
whi | st those under s.116 are restitutionary. Reliance
was al so placed on the need to provide adequate
deterrence to would be infringers.
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34, The Australian Book Publishers Association, however,
supported abolition of conversion damages and retention
of delivery up, either (preferably) as of right or at the
di scretion of the court in circunstances where damages
for infringement were not an adequate renedy (ie, either
option (ii) or (iii) in the Commttee’s Di scussion Paper
para.31). The organisation saw this as retaining the
maj or benefit of SS.116(1) w thout the uncertainties it
perceived existed as a result of the SS.116(2) defences.
This subm ssion ineffect recommends reforns al ong the
lines of the new UK Act.

35. Al legal practitioners with whom the Committee had
di scussions indicated that delivery up as of right under
SS.116(1) was very inportant to plaintiffs, both as a
deterrent (through letters of demand, or by exanple) and
as a way of renoving infringing copies fromthe market.

By contrast it was considered by some that the conversion
damages renedy ought to be renoved because it causes
injustice to defendants, provides a windfall to
plaintiffs, and because many defendants are in any case
unabl e to pay danages.

36. Witten and oral comments by M Kirsner endorsed the
view that the danages awarded under SS.116(1) in WH_
Brine and Co v Wiitton (1981) 37 ALR 190 were
‘unreasonably excessive’ . M Kirsner acted for the

def endants, who had inported soccer balls bearing marks
whi ch were the subject of copyright.

37. In discussion practitioners indicated that the

def endants apparently nost greatly disadvantaged by the
SS. 116(1) renmedy were those who manufactured (typically
three dinensional) articles of which the copyright

el enent was an insubstantial part. An exanple of such an
article mght be a book of which only few pages infringe
copyright; a personal conputer containing a nenory chip
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hol ding an operating system program or an item O
clothing upon which is printed an artistic work subject
to copyright. However the point was also nmade that the
copyright element of an article, conprising or containing
an infringing copy, may be the valuable elenent of the
article.

38. It was also said that the section could be anmended so
as to address the issue of severability of the copyright
elenent fromthe article. It was suggested that, in lieu
of delivery up, a court mght be enpowered to order that
the part of the article which was an infringing copy be
renmoved, if this could be done w thout destroying the
article.

(8) REASONS FOR RECOMVENDATI ONS
39. Problenms arise because of:-

(a) The rule that the plaintiff is entitled to the val ue
of the entire article of which an infringing copy,
which is not itself the whole article, is part; and

(b) The fact that the remedy is as of right,
notwi thstanding that there are cases where it will be
found that a copyright owner will be properly
conpensated by an award of conpensatory danmages or an
account of profits and, in appropriate cases, an
I njuncti on.

It is the harshness with which the section operates that
is the cause of concern about it. On the other hand, it
nust be acknow edged, as the subm ssions nmade to the
Commi ttee enphasise, that there will be nany cases where
the infringer will be a man of straw and no damages will
be recoverable. But the renedy of delivery up to the
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plaintiff for his or her own benefit and not for
destruction provides, in cases of this kind, something of
a renedy and tends to operate as a deterrent. |n cases
where infringers are not inpecunious, an award of damages
under s.115 or an account or profits may not yield nore
than a nom nal sum enabling infringers to infringe
copyright in the know edge that, in the absence of s.116,
their resources would be unlikely to suffer any
significant depletion. Conpare the recent decision of

Wlcox J in Autodesk Australia Pty Ltd v Cheung
Unreported Judgnent No.121 of 4 April 1990.

40. The Conmittee considers that the major disadvantage
for Australia of an approach along the |ines of that
taken in the new UK Act is that defendants can readily
and unfairly avoid losing the value of infringing copies
in their possession by disposing of them follow ng
receipt of a letter of demand or other notice froma
copyright owner. The remedy of delivery up will be of no
use and the danages which may be recovered are unlikely
to be very nuch. The research paper, Appendix F,

di scl oses that one could not be sanguine that courts in
such circunstances would find the conduct of infringers
to be flagrant for the purposes of SS.115(4) of the Act.

I n some cases aggravated damages may be awarded, but,

even if they are, it would seemthat they are unlikely to
i nvol ve suns of noney as large as those which nay be

awar ded under s. 116.

41. In the Commttee’'s view, there needs to renain in the
Act provisions enabling the Court in proper cases to
order delivery up, not for destruction, but to applicants
for relief for their own benefit and the renmedy of
conversi on damages. The fact that these provisions nmay
operate unjustly or be inappropriate for sone cases can
be accommodated by conferring upon the Court a w de
discretion to determ ne whether a particular case is an




—16 -

appropriate one in which to order delivery up and/or to
award conversion danmages. The Court, if this approach is
adopted, wll have a free hand to do justice in each
particul ar case.

42. The Commttee is conscious of a subm ssion nmade to it
by copyright interests that this change wll weaken the
position of copyright owners and that the discretion
which is conferred may not always be exercised
consistently by the nmany judges who sit in copyright
matters. But there can be no getting away from the fact
that the present |aw does operate harshly and
oppressively in some cases as the WH. Brine (the soccer
bal I s) case shows. The matter is in need of redress and
the options seemto be either to abolish the renedies
altogether or to make them discretionary. The Committee
prefers the second of these alternatives. It is mndful
of the fact that copyright is today an international
affair and that it is desirable that there be uniformty
and consistency of laws so far as possible. The adoption
of the Conmttee’' s recommendation will place the
Australian |aw somewhat out of step with the new UK Act
and with the laws of other countries as well.
Nevert hel ess, the Conmmttee is of opinion that its
proposal is, on balance, to be preferred to other
sol uti ons.

43. One consequential matter raised in the subm ssions
made to the Commttee concerns the use of the word

“plate” in s.116 and s.132 of the Act. The work is
defined in s.10 thereof. It was said that a plate was
only one device which mght be used for copying works or
subject matter. In a rapidly devel oping technol ogi cal
age copying devices are many and varied and are likely to
becone increasingly sophisticated. The Committee agrees
that the Act should cast a wider net than it presently
does in relation to devices used for making infringing
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copi es. It is of opinion that this objective will be
achi eved by the use of nmore general words in SS.116 and
132.  The definition of “plate” in s.10 should be omtted.

44, In all these circunstances the Commttee recomends
that the Act be amended in accordance with the proposals
made in Section 2 and Appendix G of this Report.
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APPENDI X A

R Hich D .

Law Firns

Allen Allen and Hensl ey
Cayton Uz

Cayton Uz

Corrs Pavey Wiiting and Byrne
Cocks and Maddox

Dawson Wal dron

Freehill Hollingdale and Page
Freehill Hollingdale and Page
Mal | eson Stephen Jaques
Mal | eson St ephen Jaques
Mnter Ellison

Phillips Fox

Phillips Fox

| ndustry Associ ati ons

Australian Copyright Council

Sydney

Mel bour ne

Sydney

Mel bour ne

Sydney

Sydney

Mel bour ne

Sydney

Mel bour ne

Sydney

Sydney

Mel bour ne

Sydney

Sydney
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Austral i an Chanber of
Manuf act urers

Australian Record Industry
Associ ation

Conf ederati on of Australian
| ndustry

Film and Video Coalition

Institute of Patent Attorneys
of Australia

Metal Traders Industry
Associ ation

Video Industry Distributors
Associ ation

_Shi [
Acrme T-shirt Conpany
Addshirt Australia

Bass Printing Services
Beaut Pronotional d ot hing
Captain Tee-Shirts

C-Bon Screen Printers

[ mpri nt

M Tee Shirts

Mel bour ne

Sydney

Mel bour ne

Sydney

Mel bour ne

Sydney

Sydney

Surry Hills, NSW
Montrose, VIC

Li dconbe, NSW
North Fitzroy, VIC
Cifton HIIlI, VIC
Lei chhardt, NSW
Fairfield, VIC

Hawt horn, VIC




Team Tops
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APPENDI X D

Rel evant sections of the Copyright Act 1968

Sub-section 132(4) provides:

The court before which a person is charged with an

of fence by reason of a contravention of s.132 may,

whet her the person is convicted of the offence or not,
order that any article in the possession of the person
that appears to the court to be an infringing copy, or to
be a plate or recording equi pnent used or intended to be
used for making infringing copies, be destroyed or
delivered up to the owner of the copyright concerned or
otherwi se dealt with in such manner as the court thinks
fit.

Section 135(5) provides:

Where a notice has been given under this section in
respect of a work and has not been w thdrawn, the

i nportation of copies of the work to which this section
applies into Australia for the purpose of -

(a) selling, letting for hire, or by way of trade
offering or exposing for sale or hire, the copies;

(b) distributing the copies -

(i) for the purpose of trade; or

(ii) for any other purpose to an extent that wll
affect prejudicially the owner of the copyright
in the work; or

(c) by way of trade exhibiting the copies in public, is
prohi bited and any such copies, if inported into
Australia for any such purpose, nmay be seized as
forfeited to the Commonweal t h.
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APPENDI X E

Rel evant sections of Copyright,

Designs and Patents Act 1988 (UK)

Section 99: Order for delivery up

(1)

(2)

(3)

Where a person -

(a) has an infringing copy of a work in his possession
custody or control in the course of a business, or

(b) has in his possession, custody or control an article
specifically designed or adapted for nmaking copies of
a particular copyright work, know ng or having reason
to believe that it has been or is to be used to nmake
infringing copies,

the owner of the copyright in the work may apply to the
court for an order that the infringing copy or article be
delivered up to himor to such other person as the court
may direct.

An application shall not be nade after the end of the
period specified in section 113 (period after which renedy
of delivery up not available); and no order shall be nade.
unl ess the court also nmakes, or it appears to the court
that there are grounds for making, an order under section
114 (order as to disposal of infringing copy or other
article).

A person to whom an infringing copy or other article is
delivered up in pursuance of an order under this section
shall, if an order under section 114 is not made, retain
it pending the making of an order, or the decision not to
make an order, under that section.

Nothing in this section affects any other power of the
court.
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Section 100: Right to seize infringing copies and other

(1)

(2)

(3)

(4)

(5)

articles

An infringing copy of a work which is found exposed or
otherwi se imedi ately available for sale or hire, and in
respect of which the copyright owner woud be entitled to
apply for an order under section 99, may be seized and
detai ned by himor a person authorised by him

The right to seize and detain is exercisable subject to
the following conditions and is subject to any decision of
the court under section 114.

Before anything is seized under this section notice of the
time and place of the proposed seizure nust be given to a
| ocal police station.

A person may for the purpose of exercising the right
conferred by this section enter prem ses to which the
public have access but may not seize anything in the
possession, custody or control of a person at a pernmanent
or regular place of business of his, and may not use any
force.

At the time when anything is seized under this section
there shall be left at the place where it was seized a
notice in the prescribed form containing the prescibed
particulars as to the person by whom or on whose authority
the seizure is nmade and the grounds on which it is nade.

In this section -

“prem ses” includes |and, buildings, noveable structures,
vehi cl es, vessels, aircraft and hovercraft; and

“presci bed” neans prescibed by order of the Secretary of
State.
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(6) An order of the Secretary Of State under this section

shall be made by statutory instrument which shall be
subject to annul ment in pursuance of a resolution of

ei ther House of Parli anment.
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APPENDI X F

Addi tional Damages Under The Copyright Act

The United Kingdom Copyright Commttee (the G egory Conmttee)
inits 1952 Report (United Kingdom Board of Trade, Report of
the Copyright Committee, Cnd. 8662, 1952, para. 291)

recogni sed that the remedy of conversion danages “may be
regarded as to sone extent of a penal character”. This was
al so recognised by Fox J. in WH. Brine CO v. Witton (1981)
37 AL.R 190 at p. 200. A second renedy which may al so be
regarded as having a penal elenment is that provided for in

s. 115(4) of the Copyright Act 1968 (C th) which enables a
court to award “additional damages” in certain circunstances
In Australia, at |east, these would appear to include
exenmplary or punitive damages as well as aggravated damages.
It may be suggested that if conversion danages were abolished
or their availability restricted s. 115(4) would receive a
renewed significance and could be used to performa simlar
deterrent function.

Section 115(4) was introduced into the Copyright Act as a
result of the recommendation of the Report of the Copyright
Law Review Committee, 1959, para. 309 (the Spicer Committee)
and was based on s. 17(3) of the United Kingdom Copyright Act
1956. This section had no equivalent in the 1911 Copyright
Act (U. K ) and was introduced on the recomendati on of the
Gegory Committee (para. 294) in order to fill a gap it
perceived in the other renedies available for infringement of
copyright: injunction, delivery up, damages for conversion of
infringing copies and damages for infringement of copyright.
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The Comm ttee considered that:

“It seems to us that there are or may be cases in which an
injunction will not benefit the Plaintiff, where the

i nfringement has not involved the making of copies and
where damages woul d be an inadequate renmedy. For
instance, 1f a public performance were given of a

tel evised sporting event for which no |icence had been
granted, the injunction would be ineffective unless the
Intention to give the performance had been ascertained
beforehand, and it is hard to see what danages coul d be
awar ded ot her Perhaps than the cost of the licence which
the infringer tailed to obtain, and this would be of
little value if the licence had been refused for good
reason. *

Thus the Gegory Conmttee recommended that the Court should
be given “discretionary power to inpose sonething equival ent
to exenplary damages in cases where the existing renedies give
i nadequate relief”. The Spicer Commttee (para. 309) was al so
of the viewthat s. 17(3) enables a court to grant exenplary
damages where it thinks such renmedy to be appropriate. Section
17(3) provides:

“Wiere in an action under this section an infringenent of
copyright is proved or admtted, and the court, having
regard (in addition to all other naterial considerations)
to -

éag the flagrancy of the infringenent, and
b) any benefit shown to have accrued to the defendant by
reason of the infringenent,

is satisfied that effective relief would not otherw se be
available to the plaintiff, the court, in assessing
damages for the infringenent, shall have power to award
such additional damages by virtue of this subsection as
the court may consider appropriate in circunstances.”

Section 115(4) of the Australian Act is in simlar ternms but
with one significant difference. There is no equivalent to
the precondition that the Court be satisfied that effective
relief would not otherw se be available to the plaintiff.
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Section 115(4) provides:

“Where, in an action under this section -
a) an infringenent of copyright is established; and
b) the court is satisfied that it is proper to do so,
having regard to —
EQ the flagrancy of the infringement;
i) any benefit shown to have accrued to the
defendant by reason of the infringenent; and
(iii) all other relevant matters,
the court may, in assessing damages for the infringenent,
award such additional damages as it considers appropriate
in the circunstances.”

In the recent decision of Lamb v. Cotogno (1987) 164 C.L.R 1
at p. 8 the Hgh Court explained the distinction between
aggravated and exenpl ary damages at comon |aw as fol | ows:

“Aggravated danages, in contrast to exenplary damages, are
conpensatory in nature, bein% awarded for injury to the
laintiff's feelings caused by insult, humliation and the
i ke. Exenplary damages, on the other hand, go beyond
conpensation and are awarded ‘as a punishment to the
guilty, to deter from any such proceeding for the future,
and as a proof of the detestation of the %ury to the
action itself’: Wlkes v. Wod (1763) Lofft 1, at p. 19
[98 E.R 489, at pp. 498-499] per Pratt L.C J.”

This distinction was not so clearly drawn by the courts until
1964 when it was made in the House of Lords decision of Rookes
v. Barnard [1964] A C 1129. There Lord Devlin, with whomthe
rest of the House agreed, considered exenplary damages to be
anomal ous, confusing the civil and crimnal functions of the
law. The mgjority of cases which purported to award exenplary
damages were expl ained as involving aggravated damages and his
Lordship held (at pp. 1226-1227) that al though, in deference
to precedent, exenplary damages could not be abolished, their
award shoul d be confined to two categories of cases:

oppressive, arbitrary or unconstitutional action by the
servants of the governnment and where the defendant’s conduct
has been calculated by himto make a profit for hinself which
may well ‘exceed the conpensation payable to the plaintiff.
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This was in addition to cases where exenplary danmages were
expressly authorised by statute. Lord Devlin (at p. 1230)
considered that the change would make little difference to the
substance of the |aw as aggravated damages would be able to do
much of the work formerly done by exenplary damages.

In Broone v. Cassell & Co. Limted [1972] A C 1027 the House
of Lords affirned this decision although it enphasised that
Lord Devlin's categories should not be interpreted too
narrowly orliterally. The first category does not apply only
to servants of the central governnent but also to police and

| ocal government officials and the second category does not
entail any kind of mathenatical calculation on the part of the
def endant .

Meanwhile, in Australia the H gh Court, relying on a line of
previous H gh Court authority recognizing exenplary damages,
refused to follow Rookes v. Barnard in Uenv. John Fairfax &
Sons Pty Limted (1966) 117 C L.R 118. It rejected the
[imtation of Lord Devlin's two categories and, adopting the
phrase used in Witfeld v. De Lauret & Co. Limted (1920)

29 CL.R 71 at p. 77 held that exenplary danages may be
awarded “in cases of conscious wongdoing in contunelious

di sregard of another’s rights”. The Privy Council in
Australian Consolidated Press Limted v. Uen (1967) 117
C.L.R 221 accepted this as the law in Australia and the H gh
Court reaffirmed its position nore recently in XL Petroleum
(N.S.W) Pty Limted v. Caltex Gl (Australia) Pty Limted
(1985) 155 C.L.R 448 and Lanb v. Cotogno (supra) in the

| atter case stressing that exenplary damages extend to a w de
range of torts (at p. 8). In New Zeal and the Court of Appea
in Taylor v. Beere [1982] 1 N Z L.R 97 followed the
Australian lead and also rejected the limtations inmposed by
Rookes v. Barnard and Broone v. [ _Lim :
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This divergence in Australian and English common |aw has been
mrrored in judicial interpretations of s. 115(4) of the
Australian Copyright Act and s. 17(3) of the United Kingdom
Copyright Act. It is quite clear fromthe Reports of the
Gegory Committee (para. 294) and the Spicer Committee

(para. 309) that the sections were intended to provide a
remedy equivalent to exenplary danmages for certain
infringenments of copyright, although it mght be suggested
that at the tinme these Reports were witten the term

“exenpl ary damages” had not been defined with the clarity
requi red by subsequent cases. This was certainly the case in
the pre-1964 case of Wllians v. Settle [1960] 1 WL.R 1072
where the defendant photographer, who had been conmmi ssioned to
t ake photographs at the plaintiff’s weddi ng, subsequently sold
a photograph of the wedding group to the newspapers, in breach
of the plaintiff’'s copyright after the plaintiff’s

f at her—i n—I aw had been nmurdered. All three nenbers of the
Court of Appeal agreed that s. 17(3) expressly gave the power
to award “substantial and heavy damages of a punitive nature”
(per Sellers L.J. atp. 1082; per WIllnmer L.J. atp. 1086; per
Harman L.J. at p. 1087) and refused to overturn the tria
judge’s award of 1,000 pounds. Nonetheless, although this
award was regarded as an “award of exenplary as opposed to
conpensat ory danages” (per WIlIlnmer LJ.atp. 1086) it does
seem to have included a significant element of what are now
identified as aggravated danmages for the wounded feelings of
the plaintiff, Sellers L.J. noting (at p. 1083) that the
defendant’s “conduct did aggravate all that anguish which no
doubt woul d be present wi thout the publication of

photographs” . Thus the case can be seen as supporting the
proposition that s. 17(3) (and its equival ents) enable a court
to award both aggravated and exenplary damages for a flagrant

i nfringenment of copyright.

However, in the reworking of the |aw on exenplary danmages in
Rookes v. Barnard (supra) doubts were cast upon the reasoning
in Williams v. Settle, Lord Devlin (supra at pp. 1225 and
1229) suggesting that if considered apart form the Copyright
Act it could be justified as a case of aggravated damage, and
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expressly | eaving open the question of whether that Act
authorises the award of exenplary danmages. Lord Hail sham of
St. Maryl ebone L.C. expressed simlar views in Broone v.
Cassell & “Co. Ltd(supra at pp. 1080-1081) noting that

s. 17(3) does not use the phrase “exenplary damages” and that
i f such damages are authorised by the section WIlians v.
Settle should be regarded as a case falling wthin Lord
Devlin's second category. Oherwise he regarded it as an
“extrenme exanple” of aggravated damages. Lord Kilbrandon went
further and obiter stated that s.. 17(3) did not authorise an
award of exenplary danmages (supra at p. 1134).

In the light of these obiter comments Ungoed-Thomas J. engaged
in a detailed, ‘although also obiter exam nation of the section
in Beloff v. Pressdram Limted [1973] 1 Al ER 241 (his
Lordship already having held that the plaintiff had no title
to the copyright material in question). H's Lordship (at p.
265) considered that the section was directed to providing
“effective relief* for the plaintiff so that it refers to
purely conpensatory danmages and does not include exenplary or
punitive danmages. (This was conceded by the plaintiff.)

Al t hough the requirenent under s. 17(3)(b) for the court to
consi der any benefit shown to have accrued to the defendant by
reason of the ‘infringement is simlar to Lord Devlin's second
category of cases involving a calculated profit to the

def endant which may exceed conpensation payabl e,

Ungoed- Thomas J. considered the purpose of the forner as
conpensation and the latter as punishnent, with para. (b)
being satisfied by the nere fact of benefit apart from

cal cul ated conduct to benefit. H's Lordship (at pp. 265-266)
hel d that no” award of additional exenplary or aggravated
damages for infringenment of copyright could be nade outside

s. 17(3). Copyright is now exclusively a creature of statute
and s. 17(3) provides a code for damages which are additiona
whi ch excludes. exenplary damages al together and substantially
if not-conpletely covers what could be awarded by aggravated
danmages, nmaking them subject to the precondition that the
court has to be satisfied that effective relief would not
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otherwi se be available to the plaintiff. This precondition
Ungoed- Thomas J. regarded as referring to an alternative
remedy available in another action or for another cause of
action such a libel or breach of confidence.

In Rank Film Distributors Linited v. Video Information Centre
[1982] A C. 380 at pp. 391-392 Ungoed-Thomas J.’'s view that

s. 17(3) only refers to conpensatory danmages received the
approval of Wiitford J. at first instance. H's decision was
reversed on appeal but on other grounds. The only other judge
to consider this point was Tenpleman L.J. in the Court of
Appeal who agreed with Wiitford J. (supra at p. 425).

The rejection of the Rookes v. Barnard view of exenplary
damages in Australia suggests that these English cases shoul d
not be followed in interpreting s. 115(4) of the Copyright. Act
(Cth). This is reinforced by the absence froms. 115(4) of
the precondition in s. 17(3) that “effective relief would not
ot herwi se be available to the plaintiff” upon which

Ungoed- Thomas J. based his decision that s. 17(3) was directed
to purely conpensatory danages. Thus Wlliams v. Settle
should still be regarded as authoritative in Australia and

s. 115(4) would seemto provide the equival ent of both
aggravated and exenplary damages. This was the approach taken
by Legoe J. in Concrete Systens Pty Linmted v. Devon Synonds
Holdings Limted (1978) S.A S.R 79 at pp. 84-85:

“Sub-section (4) of the above section is not directed in
its terms purely to conpensatory damages and it therefore
appears that the English decisions on exenplary damages
and on a somewhat differently cast section under the
Copyright Act 1956 (U.K.) are not apBroprlate see

s. 17(3) of the Copyright Act 1956 ( Rookes v.
Barnard [1964] A C. 1129——GasseL—&—G9——£Ld-v Br oone
£1972] A C. 1027; and Belgff v. Pressdram Ltd. [1973]

All EER 241. In ny opinion, sub-s. (4) gives the court
the w dest possible discretionary power to conpensate the
plaintiff for its |oss and damage occasioned by the
I nfringement, whether such |oss and danaege is C|aSSIerd
as of an exenplary or aggravated or even punitive nature,
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(It may be noted that Legoe J. seens to regard exenplary
damages as in some way different from punitive damages

al though in general they are considered to be interchangeable
terms for the same head of dammges.) The question was |eft
open in P.J Holdings Australia Pty Limted v. Hughes (1979) 25
A L.R 538 at p. 540 and “raised in_Prior v. _Lansdowne Press
Pty Limted [1977] V.R 65, the only two other Australian
cases on s. 115(4). However, Legoe J. ‘s view has received the
support of the Australian commentators such as Ricketson, The
Law of Intellectual Property, Sydney, Law Book Conpany
Limited, 1984, p. 297, 'and Lahore, _Intellectual Property in

Australia: Copyright Law, Sydney, Butterworths, 1988, para
4. 15. 230.

Furthernore, the New Zeal and Court of Appeal in Wellington
Newspapers Limted v. Dealers Guide Limted [1984] 2 N Z L.R
66 has adopted a simlar approach in relation to s. 24(3) of
the New Zeal and Copyright Act 1962, which is in identical

terns to the United Kingdoms. 17(3), following its rejection
of Rookes v. Barnard in Taylor v. Beere (supra) and Donsel aar
v. Donselaar (supra). The Court considered that the reference
to “effective relief” did not limt damages to conpensatory
damages and that s. 24(3) did enable the Court to award the
exenmpl ary damages with, according to MMillin J. “the

consi derations which are relevant to an award of exenplary
damages in an action in tort, [being] of equal application” to
S. 24(3). The requirenment that “effective relief” be not

ot herw se available was considered by McMillin J. (at pp.
71-72) to refer to an award under s. 24(1) (the equivalent ()f
s. 115(1) and (2)) and by Gieg J. (at pp. 78-79) to refer to
both relief under s. 24(1) and conversion danmages, enabling an
award “in excess of the ‘excess’”’ that may be included in
conversion damages. This would seem preferable to the view of
Ungoed- Thomas J. in Beloff v. Pressdram Limted (supra at p.
266) that they include damages for a different cause of action
and is in accord wth the recomendations of the Gegory
Commttee (para. 294).
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Somers J. (at p. 76) states that s. 24(3) danmges may include
“el ements of conpensation for aggravation and of punishnent”.
Gieg J. (at p. 79) however, considered that, although

exenmpl ary damages were allowed there could be sone difficulty
if the plaintiff were incorporated. He referred to the fact
that an incorporated plaintiff may not be entitled to an award
for its injured feelings although it can recover for injured
trade and concl uded that:

“I't would certainly not be right that an individual
copyright_omner m ght recover such aggravated damages
whi e an incorporated owner woul d be debarred.”

It is respectfully submtted that this conclusion does not
follow.  The reason behind the common law rule is as stated by

Lord Reid in Lewis v. Dailv Telegraph Limted [1964] A C 234

at p. 262: *'A conpany cannot be injured in its feelings, it

can only be injured in its pocket” — because it has no
feelings to injure. Thus a Full Federal Court in Australian
Broadcasting Corporation v. Comalco Limted (1968) 68 A L. R

259 rejected the proposition that a corporation could recover
damages for injury to its reputation as such otherw se than
for nonetary |oss caused, for exanple, by injury to trade
reputation or goodwill. If no financial loss is caused there
is no loss. This, of course, does not preclude an individua
fromrecovering injury to his or her feelings at common |aw
because this is a distinct |loss suffered by natural persons.
There would seemto be no legitimate reason for preventing an
i ndi vi dual copyright owner from recovering aggravated damages
for injured feelings merely because a corporate copyright
owner cannot, recover for something it has not lost. Thus, it
Is submtted Sonmers. J. ‘s view, which accords with that of
Legoe J. in Concrete Systens Pty lLimited v. Devon Symonds

Holdings Limted (supra) should be preferred and s. 115(4) of
the Australian Copyright Act should be regarded as providing a

statutory, equivalent of both aggravated and exenplary damages
as they are now under st ood.
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I n determ ning whether additional danmages under s. 115(4) are
appropriate the court is required to have regard to the
flagrancy of the infringement, any benefit shown to have
accrued to the defendant by reason of the infringenent and all
other relevant matters. WIlians v. Settle (supra) is a
classic case where these requirenents were satisfied. The
phot ograph had al ready been published so that an injunction
woul d be usel ess and conpensation to the ‘plaintiff would
amount to only 15 pounds, satisfying the additional English
requi rement that effective relief was not otherw se

avail able. The benefit accruing to the defendant was neagre
but, according to Sellers L.J. (at p. 1082):

“ . it was a flagrant infringenent of the right of the
plaintiff, and it was scandal ous conduct and in tota

di sregard not onIK of the legal rights of the plaintiff
regarding copyright but of his feelings and his sense of
famly dignity and pride. It was an intrusion into his
l'ife, deeper and graver than an intrusion into a man’s

property.”

Simlarly in Nichols Advances Vehicle Systems Inc. v, Rees
[1979] R P.C. 127 at p. 140 additional damages were justified

because:

“... the defendants, by stealing a march based on
infringenent, received benefits and inflicted humliation

and loss which are difficult to conpensate and difficult
to assess in the normal course.”

Fl agrancy inplies the “existence of scandal ous conduct, deceit
and such like and includes deliberate and cal cul ated copyri ght
infringements: Ravenscroft v. Herbert and New Enaglish Library
Linmited [1980] R.P.C. 193 at p. 208, or as Gowans J, in PBrior
v. Lansdowne Press Pty Limted (supra at p. 70) expressed it,
involves a “calculated disregard of the plaintiff's rights, or
cynical pursuit of benefit” but not nere m stake or

car el essness. Thus if the infringer mstakenly believed he or
she owned the copyright: Prior v. _Lansdowne Press Pty Limited
(supra); or acted in the bona fide belief that no copyright
subsisted in the plaintiff’s work: lnternational Credit
control Limted v. Axelsen [1974] 1 N.Z. L.R 695; the conduct
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shoul d not be regarded as flagrant. Likew se, the Hong Kong
Court of Appeal in Tyco Industries Inc. v. Interlogo A G _
(1987) 9 |I.P.R 133, after holding that there had been an
infringement, ‘accepted that, though deliberate, it was not
flagrant because the defendants had acted openly and bona fide
on | egal advice — advice which was subsequently vindicated by
the Privy Council: Interlogo A.G v. Tycolndustries Inc.
[1988] 3 WL.R 678, which held that no copyright subsisted in
the rel evant drawings. This denonstrates one of the
limtations of additional damages if infringenent is
established, especially in areas of |egal conplexity.

Benefit, according to Ravenscroft v. Herbert (supra at

P. 208), inplies that the defendant has reaped a pecuniary
advantage in excess of the damages he would otherw se have to
pay, although Somers J. in Wellington Newspapers Limted v.
Dealers Guide Limted (supra at p. 75) noted that the section
is not necessarily limted to pecuniary advantages. There the
Court was prepared to assume benefit would ensue from the
infringement in the form of nmintained or increased
circulation of the appellant’s newspaper because this was the
purpose of the publication even though no actual financial
benefit was established in evidence. Simlar factors are
taken into account at common law in the assessnment of

exenpl ary damages: Uren v. John Fairfax & Sons Pty Limted

(supra at pr. 143 and 146 per Menzies J.).

Finally the court nust take into account all other relevant
matters. Ungoed-Thomas J. in Beloff v. Pressdram Linited
(supra at p. 267) regarded the equivalent phrase in the United
Ki ngdom Act as including the defendant’s conduct with regard
to the infringement and notive for it, injury to the
plaintiff's feeling for suffering insults, indignities and the
like and the plaintiff’s own correspondi ng behaviour. These,
of course, go to the aggravated danmages aspect of the
section. Ricketson (op. cit. p. 298) suggests that included
in other relevant natters may be the way in which the
infringing naterial is presented so that sone conpensation
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could be given for injury to the plaintiff’s noral rights
where, for exanple, the nmaterial is nutilated or distorted or
presented in conjunction with material which degrades the
plaintiff's reputation. As shown in the Commttee’s Report on
Mral Rights (January 1988 pp. 6-10 and 62-73) Australian |aw
at present provides only limted protection for an author’s
moral rights, in nost cases by way of actions other than for
infringenent of copyright, for exanple, breach of contract,

s. 52 of the Trade Practices Act 1974 (Cth), passing off,

def amation and actions under Part |X of the Copyright Act.
Section 115(4) damages relate specifically to actions for

i nfringement of copyright and woul d give no. greater protection
of noral rights than that which already exists under
Australian law. However, injury to a plaintiff's noral rights
acconpanyi ng an infringenent of the econonic rights may be a
ci rcunstance aggravating the damage, especially to the
plaintiff’s feelings, which mght be taken into account under
s. 115(4). Not surprisingly, in the absence of conprehensive
recognition and protection of noral rights as such, there has
been no discussion of this question in any of the cases on

s. 115(4) or its equivalents.

Addi tional factors which may be relevant under s. 115(4) are
presumably those which are taken into account in a conmmon |aw
action for exenplary damages. As shown in XL Petroleum
(NNS.W) Pty Limted v. Caltex Gl (Australia) Pty limted
(supra at pp. 471-472 per Brennan J.) these may include the
fact that the plaintiff and defendant-were conpetitors in a
notoriously conpetitive industry where the risk of repetition
of the conduct is high - although the elenment of conpetition
may be of less significance in copyright cases, a |large
proportion of which do involve conpetitors. The court nay

al so take into account the financial circunstances of the
defendant in order to determ ne what sumwl|-be a sufficient
deterrent 'against a repetition 'of the conduct (at p. 461 per
G bbs C.J. and p. 472 per Brennan J.; Rookes.v Barnard supra
at p. 1228 per Lord Devlin).
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In 1977 the Wiitford Commttee (op. cit. paras 702 and 743)
reconmended that conversion damages shoul d be abolished. It

al so recommended changes to s. 17(3) which, it is interesting
to note, was seen as enpowering the court to inpose exenplary
damages (para. 698); No reference was nmade in this context to
Bel off v. Pressdram Limted, although the case does seemto be
referred to in another context in para. 704; nor was there any
di scussi on of whether exenplary danmages under the United

Ki ngdom Copyright Act were limited to Lord Devlin's

categories. The Departnent of Trade G een Paper (United

Ki ngdom Department of Trade, Reform of the Law relating to
Copyright, Designs and Perforners’ Protection, Cmd. 8302,
1981, p. 48) also explicitly stated that “penal damages may be
awar ded under section 17(3)".

The Wiitford Commttee recommended that this power should be
retai ned and strengthened so as to act as a deterrent if the
exi sting deterrent of conversion damages is renoved (para

704) . The Conmittee noted that the requirenent of effective
relief not being otherw se available had been interpreted (in
Beloff v. Pressdram Limited) as referring to relief which

m ght be obtai ned outside copyright |aw It therefore
recommended that the power to award additional damages shoul d
not be fettered by any requirenent that the plaintiff nust
show some particular benefit which has accrued to the
defendant or that the plaintiff nust satisfy the court that
effective relief could not otherw se be available. This would
seemto be the effect of the Australian provision already

whi ch apparently does include exenplary damages (as understood
in Australia), does not contain the “effective relief”

precondition and, if interpreted in accordance with Wellington
News papers Limited v. Dealers Guide Limted (supra) (actually
decided on a provision identical to s. 17(3)) does not require
the plaintiff to prove. some particular benefit accruing to the
defendant - benefit in that case was able to be assumed.

These recommendations have been given effect to in s. 93(2) of
the United Kingdom Copyright, Designs and Patents Bill
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[enacted as s.97(2)] in which the requirement of effective
relief has been abolished, ‘although the court nhust still have
regard,” in particular, to the flagrancy of the infringenent
and any benefit accruing to the defendant by reason of the
infringement as well as all the circunstances.

The Wiitford Conmittee (para. 704) and the United Kingdom
Government (Green Paper, 1981, p. 48 and Departnent of Trade
and Industry Wiite Paper on lntellectual Property and

| nnovation, Cwmd. 9712, 1986, para 12.3) clearly envisaged the
provision for additional damages (strengthened, it is
submtted, to the level of s. 115(4)) to be capable of taking
over the function of conversion damages as an effective
deterrent against flagrant infringement and undoubtedly, in

t he absence of conversion danages, the provision wll receive
new life. The paucity of authority on s. 115(4) and its
equi val ents nmust surely be due to the ready availability of,
often very substantial, conversion damages. However, it is
submtted that, ‘because of the way in which the courts have
interpreted these provisions and their approach to exenplary
damages in general, s. 115(4) would at nost provide only a
partial replacenent of the deterrent effect of conversion
damages. The provision was originally conceived as having a
limted application where existing renedies give inadequate
relief (Gegory Commttee Report para. 294; Spicer Committee
Report para; 309) ‘although in Australia s. 115(4) has never
been restricted to this situation.

Damages have been regarded a's only ‘recoverable in cases of
flagrancy, -not where the defendant bona fide believes there is
no infringement in cases where this is a real question:
International Credit Control limted v. Axelsen (supra); Iyco
| ndustries Inc. v. Interlogo A G (Court of Appeal, supra) or
even where this has been caused through the defendant’s own

m stake or perhaps carel essness: Prior v. Lansdowne Press Pty
Limted (supra); Indeed, even in Ravenscroft v. Herbert

(supra at pp. 207-208) where Brightman J. considered the
defendant as having “clearly infringed” the plaintiff’'s
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copyright by deliberate copying to a substantial extent, his
Lordship did not regard the conduct as flagrant because there
was no cover-up, there was an acknow edgenent in the
defendant’s novel of the plaintiff’s work and the defendant
did not intend to injure the plaintiff and did not appreciate
t hat he was doing so.

This accords with the common |aw requirement for exenplary
damages that there be “conscious wongdoing” : Mhitfeld v. De
Lauret & Co. Limited (1920) 29 CL.R 71 at P.77, and with the
general principle of deterrence, although it indicates that
additional damages will be available only in certain limted
ci rcunst ances. Simlarly at comon |aw, although the Hi gh
Court has shown itself much nore willing than the House of
Lords to accept the concept of exenplary damages, their
availability is. still closely circunscribed:

“They can apply only where the conduct of the defendant
merits punishment, which is only considered to be so where
his conduct is wanton, as where it discloses fraud,

malice, violence, cruelty, insolence or the |like, or, as
it is sonetimes put, where he acts in contunelious
disregard of the plaintiff's rights.”

(Mayne & MG egor on Damages, 12th ed. (1961), p. 196, cited
wi th approval nost recently by the Hgh Court in Lanb v.

Cotogno (supra at p. 8).) Indeed, the landmark case of Uren
v. John Fairfax & Sons Pty Limted (supra) by bare mgjority,
the High Court held that’ there was no evidence on which a jury
could make an award of exenplary danages. Thus at conmon | aw
a plaintiff may only recover damages over and above pure
conpensation where a court considers they are warranted by way
of punishment’ or exanple - which is markedly different to the
present availability of conversion danages. The question nust
be asked whether there is any special feature of copyright,
either theoretically or in practice, which wuld justify
enabling a plaintiff’ to recover nore than sinple conpensation
or an account of profits in circunstances where they could not
be recovered at common | aw.
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A second significant limtation on damages under s. 115(4) is
that to the extent that they include aggravated danages for
injury to a plaintiff's feelings, as opposed to injury to
trade reputation or goodwill, they may not be recovered by a -
corporate plaintiff: Australian Broadcasting Corporation v.
Comalco Limted (supra). Hence Ungoed-Thonas J. in Beloff v.
Pressdram Limted (supra at p. 272) considered that the
plaintiff, the author of the work but not the copyright owner
at the time of infringement, could, if copyright had been
validly assigned to her, only recover damages suffered by the
corporate owner at the tine of infringenment, which would not

i nclude damages for personal suffering and distress. There is
nothing intrinsically unfair in preventing a corporation from
recovering under this head because aggravated damages are
designed to provide conpensation for |oss actually suffered.
However, it again poses the question whether copyright owners
should be entitled to sonme extra head of danmages beyond nere
conpensation and if so on what basis.

Finally, courts have traditionally adopted a very cautious
approach to awardi ng damages under s. 115(4) and its
equi valents and to exenplary damages in general. Tenpleman J.
in Nichols Advanced Vehicle Systens Inc. v. Rees [1979] R P.C.
127 at 140 regarded a “noderate, but not excessive, suni* for
addi tional damages as appropriate (assessed at 2,000 pounds,
al though in addition to 32,000 pounds conversion danages:
Ni chol s, Advances Vehicle Systens Inc. v. Rees (No. 3) [1988]
RP.C 71. In both Wllians v. Settle and especially
~Vellington Newspapers lLinmited v. Dealers Quide Linmted the
apel l ate judges regarded the trial judge' s assessment of
addi ti onal damages as hi gh (higher perhaps than they woul d
have awarded thensel ves) but not so unreasonable as to warrant
an appellate court’s interference. Simlar sentinents have
been expressed at common |aw Johnstone v. Stewart [1968]
S AS R l|42at p. 146, and XL Petroleum (N.S.W) Pty lLimted
v. Caltex Q1 (Australia) Pty linmted (supra) where the High
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Court issued a plea for noderation in the assessnment of

exenpl ary damages and upheld the Court of Appeal’s reduction
of damages from $400,000 to $150,000. Gbbs CJ. (at p. 463)
approved Lord Devlin's view in Rookes v. Barnard that

exenpl ary damages m ght anount to a punishnent greater than
woul d be likely to be inposed if the conduct were crimnal and
that therefore in making awards juries should display
restraint.

It would seem that courts are generally cautious in awarding
exenpl ary and additional damages, limting their availability
to cases of flagrant, high-handed conduct where the ains of
puni shment and deterrence are best served, and placing
restraints on the suns which may be awarded. Conversion
damages contain these punitive and exenplary elenments but are
much nore indiscrimnate in their incidence and frequently
more generous in their awards. The abolition of conversion
damages woul d | eave copyright |aw providing the same |evel of
deterrence against flagrant infringements as is provided by
the common | aw agai nst other tortious conduct. It is an open
question whether anything nore should be provided. It would
also limt the pecuniary damages a copyright hol der could
recover to conpensate for |oss suffered or an account of
profits and preclude himor her fromgaining a wndfall at the
def endant’s expense except in cases of flagrant conduct.
However, conversion danmages are capable of relatively
straight-forward assessnent and are not subject to the
strictures for noderation inposed upon exenplary danages.

They are also a much nore certain consequence of infringenent
t han additional danages, being available as of right to the
copyright owner and thus presumably provide potential
infringers with a greater incentive to respect copyright |aw
In addition, they nmay provide a val uable remedy where damages
for infringenent or an account of profits are mniml or
difficult to assess. This would seem to suggest that |,
conversi on damages as a discretionary renedy nmay be an
appropriate solution, although it also indicates that they
shoul d be viewed as one of a range of renedies avail abl e under
the Copyright Act whose interrelationship nust be taken into
account before part of the package is altered.




APPENDI X G

Recomended form of 5 116 to replace existing Section

116(1) Subject to this Act, in addition to the relief
which the court nay grant under section 115, the court
may, in respect of any infringing copy or any device used
or intended to be used for making infringing copies of
wor ks or subject matter”, give to the owner of the
copyright in such work or subject matter, any or all of
the rights and renedies, by way of an action for
conversion or detention, to which he would be entitled if
he were the owner of the copy or device and had been the
owner of a copy or device since the tinme when ‘it was made.

(2) In exercising its discretion under sub-section (1)
and in determning the amount of any damages which it may
decide to award as a consequence thereof, the court:-

(a) shall have regard-to the nature and extent of the
relief to which the owner of ‘the copyright is entitled
under section 115;

(b) shall not make an order under this section if, in all
the circumstances, it is of opinion that the relief to
whi ch the owner of the copyright is entitled under
section 115 provides that owner with a sufficient
remedy;

(c) in assessing the anount of damages to be awarded, may
have regard to:-

(1) the proportion or inportance so nmuch of the
infringing copy as constitutes the infringenent
of copyright bears to the entirety of the
article in; on or in relation to which, “the
infringing copy i's used;
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(ii) the extent to which so much of the article as
constitutes the infringing copy may be severed
or separated fromthe article of which it is
part;

(ii1) the expenses incurred by the person marketing or
dealing with the article in acquiring it or
manufacturing it, whether those expenses were
incurred prior to the sale or other disposition
of the article or thereafter; and

(iv) any other matter which the court considers it
appropriate to take into account.

(3) [Adapted fromthe present ss. 116(2).] A
plaintiff is not entitled by virtue of this section to any
damages or to any other pecuniary remedy, other than
costs, if it is established that, at the tinme of any
deemed conversion or detention —

(a) the defendant was not aware, and had no reasonabl e
grounds for suspecting, that copyright subsisted
in the work or other subject-matter to which the
action rel ates;

(b) where the articles converted or detained were
infringing copies — the defendant believed, and
had reasonabl e grounds for believing, that they
were not infringing copies; or

(c) where an article converted or detained was a
devi ce used or intended to be used for naking
articles - the defendant believed, and had
reasonabl e grounds for believing, that the
articles so nade or intended to be nade were not
or would not be, as the case may be, infringing
copi es.
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